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    I N THE COURT OF APPEALS OF TENNESSEE

EASTERN SECTI ON

LAURE' BEVERAGE CO. ,  I NC. , )   C/ A NO.  03A01- 9506- CV- 00171
)

Pl a i nt i f f - Appe l l a nt , )   KNOX LAW
)

v. )   HON.  DALE C.  WORKMAN,
)   J UDGE

R.  BRADFORD BRI TTI AN,  ET AL. , )
)   VACATED AND

De f e nda nt s - Appe l l e e s . )   REMANDED

LARRY C.  VAUGHAN,  VAUGHAN & ZUKER,  Knoxvi l l e ,  f or  Pl a i nt i f f -
Appe l l a nt .

J ACK B.  DRAPER,  ARNETT,  DRAPER & HAGOOD,  Knoxvi l l e ,  f or
De f e nda nt s - Appe l l e e s .

O P I  N I  O N

Fr a nks .  J .

I n  t hi s  ma l pr a c t i c e  a c t i on,  t he  Tr i a l  Cour t

c onc l ude d t he r e  wa s  no di s put e d i s s ue  of  ma t e r i a l  f a c t  a nd

e nt e r e d s umma r y j udgme nt  f or  de f e nda nt s .   

The  c ompl a i nt  c ha r ge s  t ha t  pl a i nt i f f  s ought  l e ga l

a dvi c e  f r om de f e nda nt s  on obt a i ni ng a  t r a de  ma r k f or

i nt e l l e c t ua l  pr ope r t y pr ot e c t i on of  t he  na me  " La ur e l " ,  a nd

t ha t  de f e nda nt s  unde r t ook t o  a dvi s e  pl a i nt i f f  on obt a i ni ng

l e ga l  pr ot e c t i on f or  t he  na me .   I t  i s  f ur t he r  a l l e ge d t ha t

de f e nda nt s  di d not  c onduc t  a  s e a r c h t o  de t e r mi ne  t he

a va i l a bi l i t y  of  t he  ma r k be f or e  pl a i nt i f f  e xpe nde d
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c ons i de r a bl e  s ums  of  mone y i n  r e l i a nc e  on de f e nda nt s '  a dvi c e ,

but  i t  s ubs e que nt l y  de t e r mi ne d t ha t  t he  ma r k wa s  not  a va i l a bl e

be c a us e  of  pr i or  r e gi s t r a t i ons .

Fi l e d a l ong wi t h de f e nda nt s '  mot i on f or  s umma r y

j udgme nt  wa s  t he  a f f i da vi t  of  R.  Br a df or d Br i t t i a n whi c h

s t a t e s  i n pe r t i ne nt  pa r t :

The  s t a nda r d of  c a r e  i n  t hi s  c a s e  r e qui r e s  t r a de ma r k
c ouns e l  t o  a dvi s e  a  c l i e nt  c onc e r ni ng t he  me a ni ng
a nd e f f e c t  of  a  t r a de ma r k s e a r c h,  a nd t he
i mpl i c a t i ons  of  ha vi ng a nd not  ha vi ng s uc h a  s e a r c h
pe r f or me d.   The  ul t i ma t e  de c i s i on a s  t o  whe t he r  a
s e a r c h i s  c onduc t e d i s  t he  c l i e nt ' s ,  a nd no s e a r c h
i s  c onduc t e d,  or  r e qui r e d t o  be  c onduc t e d unde r  t he
a ppr opr i a t e  s t a nda r d of  c a r e ,  wi t hout  t he
a ut hor i z a t i on of  t he  c l i e nt .   I nde e d,  i t  woul d not
be  pr ope r  t o  unde r t a ke  a  t r a de ma r k s e a r c h wi t hout
t he  a ut hor i z a t i on of  t he  c l i e nt .   Mor e ove r ,  t he r e  i s
no r e qui r e me nt  unde r  t he  l a w t ha t  a  t r a de ma r k s e a r c h
be  c onduc t e d.  

.  .  .

On Se pt e mbe r  24,  1990,  I  c ouns e l e d Pl a i nt i f f ' s
pr e s i de nt ,  Mr .  Wi l l i a m Li z z i o,  a s  t o t he  me a ni ng a nd
e f f e c t  of  a  t r a de ma r k s e a r c h a nd t he  i mpl i c a t i ons  of
ha vi ng a nd of  not  ha vi ng a  s e a r c h c onduc t e d.   I n
a ddi t i on,  I  r e c omme nde d t ha t  he  a ut hor i z e  me  t o  ha ve
a  s e a r c h c onduc t e d.   Mr .  Li z z i o ma de  t he  de c i s i on
not  t o  a ut hor i z e  me  t o  c onduc t  a  s e a r c h.   .  .  .
Si nc e  Mr .  Li z z i o c hos e  not  t o  ha ve  me  c onduc t  a
s e a r c h,  no s e a r c h wa s  pe r f or me d by our  f i r m a nd no
c ha r ge  wa s  ma de ,  a s  i s  r e f l e c t e d by our  s t a t e me nt
f or  s e r vi c e s  r e nde r e d.

Re s pondi ng t o  t he  mot i on f or  s umma r y j udgme nt ,  pl a i nt i f f  f i l e d

t he  a f f i da vi t  of  Wi l l i a m T.  Li z z i o whi c h s t a t e s  i n pe r t i ne nt

pa r t :

I n  Se pt e mbe r  of  1990 I  me t  wi t h R.  Br a df or d Br i t t i a n
t o di s c us s  wi t h hi m t he  obt a i ni ng of  a  t r a de ma r k f or
t he  na me  a nd l ogo we  wi s he d t o  us e  f or  our  ne w
bus i ne s s ,  t ha t  i s ,  La ur e l  Be ve r a ge  Co.   I  ha d ne ve r
ha d a  t r a de ma r k done  be f or e .   I  a s ke d Mr .  Br i t t i a n
t o do wha t e ve r  wa s  ne c e s s a r y t o  i ns ur e  t ha t  we  ha d
t hi s  t r a de ma r k a nd our  r i ght s  t o  t he  us e  of  t he  na me
woul d be  pr ot e c t e d.

At  no t i me  di d Mr .  Br i t t i a n e xpl a i n t o me  t he
i mpl i c a t i ons  of  ha vi ng a nd not  ha vi ng a  s e a r c h
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pe r f or me d.   Thi s  s i mpl y di d not  oc c ur .   Fur t he r ,  Mr .
Br i t t i a n ne ve r  r e c omme nde d t o  me  t ha t  I  a ut hor i z e
hi m t o ha ve  s uc h a  s e a r c h c onduc t e d.   Fi na l l y ,  a t  no
t i me  wha t s oe ve r  di d I  e ve r  di r e c t  Mr .  Br i t t i a n not
t o  c onduc t  a  t r a de ma r k s e a r c h.

The  di s c ove r y de pos i t i on of  Mr .  Li z z i o wa s  t a ke n a nd

f i l e d i n  c onne c t i on wi t h t he  mot i on f or  s umma r y j udgme nt .   The

Tr i a l  Cour t  c onc l ude d " Mr .  Li z z i o ' s  de pos i t i on t e s t i mony a nd

hi s  a f f i da vi t s  a r e  i nc ons i s t e nt  a nd c ont r a di c t or y c onc e r ni ng

t he  ke y f a c t ua l  i s s ue  i n  t hi s  c a s e " ,  a nd on t ha t  ba s i s  gr a nt e d

s umma r y j udgme nt ,  r e l yi ng on Pr i c e  v .  Be c k e r ,  812 S. W. 2d 597

( Te nn.  App.  1991) .   We  do not  a gr e e .

Li z z i o,  i n  hi s  di s c ove r y de pos i t i on,  r e l a t e s  t ha t  he

me t  pr i va t e l y wi t h Br i t t i a n i n t he  l a t t e r ' s  of f i c e ,  a dvi s e d

Br i t t i a n t ha t  no t r a de ma r k s e a r c h ha s  be e n done ,  but

e s s e nt i a l l y c oul d not  r e c a l l  t he  s ubs t a nc e  of  wha t  Br i t t i a n

a dvi s e d hi m.   Dur i ng c r os s - e xa mi na t i on t he  f ol l owi ng oc c ur r e d:

Q. He  di dn ' t  ma ke  a ny c omme nt  a t  a l l  whe n you s a i d
no s e a r c h ha d be e n ma de ?

A. I ' m s ur e  he  ma de  t he  c omme nt s ,  I  c a nnot  r e c a l l
t he  c omme nt s .

Q. We l l ,  do you r e c a l l  t ha t  t he  s ubj e c t  of  a
s e a r c h j us t  ki nd of  di e d?

A. I t  c a me  up,  I  know t ha t  t he r e  wa s  i nf or ma t i on
c onve ye d a nd t ha t  wa s  t he  e nd of  i t .

.  .  .

Q. Now,  di d you l e a ve  t he  me e t i ng wi t h t he
i mpr e s s i on t ha t  he  wa s  goi ng t o  do a  s e a r c h?

A. I  l e f t  t he  me e t i ng wi t h t he  i mpr e s s i on t ha t  I
c oul d us e  TM a nd t ha t  he  wa s  ha ndl i ng
e ve r yt hi ng r e qui r e d s o t ha t  we  woul d be
pr ot e c t e d.

Q. My que s t i on Mr .  Li z z i o i s  mor e  s pe c i f i c .   Di d
you l e a ve  t he  me e t i ng wi t h t he  i mpr e s s i on t ha t
he  wa s  goi ng t o  do a  s e a r c h?

A. I  c a nnot  r e c a l l  a l l  t he  s t e ps  t ha t  he  wa s  goi ng
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t o go t hr ough.   I  kne w t he r e  wa s  goi ng t o  be
pa pe r s  f i l l e d out  a nd c he c ks  wr i t t e n,  a nd
t ha t ' s  wha t  I  c a n r e c a l l .

Q. I ' l l  a s k i t  a ga i n.   Di d you l e a ve  t he  me e t i ng
wi t h t he  i mpr e s s i on t ha t  he  wa s  goi ng t o
pe r f or m t he  s e a r c h,  ye s  or  no?

A. I  c a nnot  r e c a l l .

The  t hr us t  of  Li z z i o ' s  de pos i t i on i s  e s s e nt i a l l y

s umma r i z e d i n  t he s e  a ns we r s :  

Q. Wha t ,  i f  a nyt hi ng di d he  s a y t o  you [ Br i t t i a n] ,
a nd I  woul d l i ke  f or  you t o  be  a s  pr e c i s e  a s
you c a n,  r e a l i z i ng i t  ha s  be e n qui t e  s ome  t i me
a go?

A. Sur e ,  f our  ye a r s .   You' d l i ke  f or  me  t o  r e ha s h
t he  c onve r s a t i on.   We l l ,  I  gue s s  wha t  I
r e me mbe r  i s  t ha t  -  

Q. We l l ,  you don ' t  ne e d t o r e ha s h i t ,  j us t  t e l l  me
wha t  he  s a i d.

A. Ok,  I  c a n ' t  r e c a l l  e xa c t  wor ds  a nd t hi ngs  l i ke
t ha t .   You c a n onl y c ome  a wa y f r om a  me e t i ng
t ha t  l ong a go wi t h s ome  i mpr e s s i ons .   I
c onve ye d t o  hi m wha t  I  wa s  t r yi ng t o
a c c ompl i s h,  a nd t ha t  I  wa nt e d t o  pr ot e c t  a
t r a de ma r k or  a  l ogo.

And t he n he  de s c r i be d,  I  gue s s ,  t he  pr oc e s s  or
t he  f i l i ng of  pa pe r s ,  t he  t hi ngs  t ha t  ne e d t o
be  done  t o  put  us  i n  a  pos i t i on whe r e  we  c oul d
us e  a  TM.   Whe n I  l e f t  t he  of f i c e  I  l e f t  wi t h
t he  t hought  t ha t  he  wa s  my pr of e s s i ona l
ha ndl i ng t ha t ,  a nd I  c oul d now put  on a  TM on
ma t e r i a l s  us i ng t he  La ur e l ,  La ur e l  Mount a i n
Spr i ng Wa t e r ,  or  La ur e l  a nd l ogo.   

Q. Di d he  t e l l  you you c oul d put  TM on i t ?

A. Ye s ,  s i r ,  I  be l i e ve  he  s a i d we  c oul d us e  t he
TM;   we  c oul d s t a r t  us i ng t ha t .

A wi t ne s s '  not  r e me mbe r i ng a  s t a t e me nt  ma de  by a not he r  doe s

not  di s put e  t he  ot he r ' s  t e s t i mony t ha t  t he  s t a t e me nt  wa s  ma de ,

but  i f  t he  wi t ne s s  s ubs e que nt l y  t hr ough j oggi ng he r  me mor y or

ot he r wi s e ,  r e c a l l s  t ha t  t he  s t a t e me nt  wa s  not  ma de ,  a  f a c t ua l

di s put e  a r i s e s  a s  t o  whe t he r  t he  s t a t e me nt  wa s  ut t e r e d.   I n
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t hi s  c a s e  a  di s put e d i s s ue  of  ma t e r i a l  f a c t  wa s  e s t a bl i s he d by

Li z z i o' s  a f f i da vi t .   Se e  Te nne s s e e  Law of  Ev i de nc e ,  Se c ond

Edi t i on,  Cohe n,  Pa i ne  & She ppe a r d,  §612. 1,  p . 307.   

For  t he  f or e goi ng r e a s ons  we  va c a t e  t he  s umma r y

j udgme nt  e nt e r e d by t he  Tr i a l  J udge  a nd r e ma nd t o  t he  Tr i a l

Cour t  f or  f ur t he r  pr oc e e di ngs  c ons i s t e nt  wi t h t hi s  opi ni on.

The  c os t s  of  t he  a ppe a l  a r e  a s s e s s e d t o  a ppe l l e e s .

________________________
He r s c he l  P.  Fr a nks ,  J .

CONCUR:

___________________________
Don T.  Mc Mur r a y,  J .

___________________________
Cha r l e s  D.  Sus a no,  J r . ,  J .


